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DETAILED ACTION 
Response to Amendment 

This Office Action is responsive to Applicant's amendment and request for 
reconsideration of application 09/805,631 (3/14/2001) filed on June 27, 2005. 
The amendment contains original claims 1-37. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-4, 8-11, 15-18, 22-25, 29-32 and 36-37 are rejected under 35 
U.S.C. 103(a) as being unpatentable over U.S. Patent No. 6,289,322 B1 to Kitchen et 
al. (further referred to as Kitchen), and further in view of U.S. Patent Publication No. 
2001/0037297 A1 to McNair (further referred to as McNair). 
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Regarding claims 1 and 22, Kitchen discloses a method and server apparatus for 
providing an on-line billing system (column 3, lines 6-8; column 5, line 66 - column 6, 
line 7) the method and server comprising retrieving invoice information corresponding to 
a customer (column 3, lines 9-15; column 6, lines 29-52); displaying the invoice amount 
via a web browser (column 4, lines 37-42; column 8, lines 4-8); receiving an input to 
initiate payment corresponding to the invoice amount (column 8, line 63-column 9, line 
8; column 12, lines 16-48); 

Kitchen does not disclose determining whether the invoice amount is at least one 
of a zero balance and a credit balance and selectively terminating the payment and 
generating a disallow payment message based upon the determining step. However, 
McNair discloses determining whether the invoice amount is at least one of a zero 
balance and a credit balance (Figure 1 and Figure 2; page 3, paragraph 0048) and 
selectively terminating the payment and generating a disallow payment message based 
upon the determining step (Figure 4; page 4, paragraph 0055 and 0056). 

It would be obvious to one of ordinary skill in the art to combine determining the 
balance and selectively terminating the payment as disclosed by McNair with the on-line 
billing system as disclosed by Kitchen. The motivation would be to prevent the 
accounting issues associated with carrying a credit associated with a customer account. 



Regarding claim 2, 9, 16, 23 and 30, Kitchen does not disclose the method, 
server apparatus, system or computer-readable medium wherein the determination step 
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comprises applying business rules in real-time. However, McNair discloses wherein the 
determination step comprises applying business rules in real-time (page 4, paragraphs 
0055 and 0056). It would be obvious to combine making a determination using 
business rules in real time as disclosed by McNair with the on-line billing system as 
disclosed by Kitchen. The motivation would be to prevent a credit from being applied to 
a customer's account while the customer was on-line and such a credit could be 
prevented via terminating the payment. 

Regarding claims 3, 10, 17, 24 and 31, Kitchen discloses the method, server 
apparatus, system and computer-readable medium for loading the invoice information 
into an interim data store (column 6, lines 24-49); and parsing the invoice information for 
loading into a database (column 6, lines 50-58). 

Regarding claim 4, 1 1, 18, 25 and 32, Kitchen discloses the method, server 
apparatus, system and computer-readable medium for performing a splitter process to 
parse the invoice information for account number information and invoice amount 
associated with the customer, wherein a working file is selectively generated based 
upon comparison of the invoice information with data that is stored in a data store 
containing enrollment information (column 4, lines 42-55; column 6, lines 29-49); and 
performing an extract process to parse the generated working file based upon a 
predefined extract definition (column 3, lines 9-32; column 6, lines 50-58). 
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Regarding claim 8, Kitchen discloses a server apparatus for providing an on-line 
billing system (column 3, lines 6-8; column 5, line 66 - column 6, line 7) the server 
apparatus comprising a communication interface configured to retrieve invoice 
information corresponding to a customer (column 3, lines 9-15; column 6, lines 29-52); 
and a processor coupled to the communication interface and configured to instruct 
display of the invoice amount via a web browser (column 4, lines 37-42; column 8, lines 
4-8); wherein the communication interface receives an input to initiate payment 
corresponding to the invoice amount (column 8, line 63-column 9, line 8; column 12, 
lines 16-48); 

Kitchen does not disclose the processor determining whether the invoice amount 
is at least one of a zero balance and a credit balance and selectively terminating the 
payment and generating a disallow payment message based upon the determination. 
However, McNair discloses determining whether the invoice amount is at least one of a 
zero balance and a credit balance (Figure 1 and Figure 2; page 3, paragraph 0048) and 
selectively terminating the payment and generating a disallow payment message based 
upon the determining step (Figure 4; page 4, paragraph 0055 and 0056). 

It would be obvious to one of ordinary skill in the art to combine determining the 
balance and selectively terminating the payment as disclosed by McNair with the on-line 
billing system as disclosed by Kitchen. The motivation would be to prevent the 
accounting issues associated with carrying a credit associated with a customer account. 
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Regarding claim 15, Kitchen discloses an e-billing system (column 3, lines 6-8; 
column 5, line 66 - column 6, line 7) comprising a database configured to store 
information corresponding to a customer (column 6, lines 29-50); a server 
communicating with the database, the server being configured to retrieve the invoice 
information from the database (column 3, lines 9-15; column 6, lines 29-52); the server 
being configured to instruct display of the invoice amount via a web browser (column 4, 
lines 37-42; column 8, lines 4-8); and a client communicating with the server, the client 
being configured to run the web browser and to transmit to the server to initiate payment 
corresponding to the invoice amount (column 8, line 63-column 9, line 8; column 12, 
lines 16-48); 

Kitchen does not disclose the server determining whether the invoice amount is 
at least one of a zero balance and a credit balance and selectively terminating the 
payment and generating a disallow payment message based upon the determination. 
However, McNair discloses the server determining whether the invoice amount is at 
least one of a zero balance and a credit balance (Figure 1 and Figure 2; page 3, 
paragraph 0048) and selectively terminating the payment and generating a disallow 
payment message based upon the determination (Figure 4; page 4, paragraph 0055 
and 0056). 

It would be obvious to one of ordinary skill in the art to combine determining the 
balance and selectively terminating the payment as disclosed by McNair with the on-line 
billing system as disclosed by Kitchen. The motivation would be to prevent the 
accounting issues associated with carrying a credit associated with a customer account. 
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Regarding claim 29, Kitchen discloses a computer-readable medium carrying 
one or more sequences of one or more instructions for providing an on-line billimg 
system, the one or more sequences of one or more instructions including instructions 
which, when executed by one or more processors, cause the or more processors to 
perform the steps of retrieving invoice information corresponding to a customer (column 
3, lines 9-15; column 6, lines 29-52); displaying the invoice amount via a web browser 
(column 4, lines 37-42; column 8, lines 4-8); receiving an input to initiate payment 
corresponding to the invoice amount (column 8, line 63-column 9, line 8; column 12, 
lines 16-48); 

Kitchen does not disclose determining whether the invoice amount is at least one 
of a zero balance and a credit balance and selectively terminating the payment and 
generating a disallow payment message based upon the determining step. However, 
McNair discloses determining whether the invoice amount is at least one of a zero 
balance and a credit balance (Figure 1 and Figure 2; page 3, paragraph 0048) and 
selectively terminating the payment and generating a disallow payment message based 
upon the determining step (Figure 4; page 4, paragraph 0055 and 0056). 

It would be obvious to one of ordinary skill in the art to combine determining the 
balance and selectively terminating the payment as disclosed by McNair with the on-line 
billing system as disclosed by Kitchen. The motivation would be to prevent the 
accounting issues associated with carrying a credit associated with a customer account. 
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Regarding claim 36, Kitchen does not disclose a payment disallow mechanism, a 
mechanism for determining whether the total invoice amount is a zero balance or credit 
balance prior to executing the electronic payment, wherein response to determination of 
the zero or credit balance, the mechanism terminating the payment mechanism and 
generating a disallow payment message for display to the customer. 

However, McNair discloses a payment disallow mechanism, a mechanism for 
determining whether the total invoice amount is a zero balance or credit balance prior to 
executing the electronic payment (Figure 1 and Figure 2; page 3, paragraph 0048), 
wherein response to determination of the zero or credit balance, the mechanism 
terminating the payment mechanism and generating a disallow payment message for 
display to the customer (Figure 4; page 4, paragraph 0055 and 0056). 

It would be obvious to one of ordinary skill in the art to combine determining the 
balance and selectively terminating the payment as disclosed by McNair with the on-line 
billing system as disclosed by Kitchen. The motivation would be to prevent the 
accounting issues associated with carrying a credit associated with a customer account. 

Kitchen discloses an e-billing system including a computer system accessible for 
on-line interactive communication of invoices to users (column 3, lines 6-8; column 5, 
line 66 - column 6, line 7), computer system comprising a database for storing 
customer invoice information (column 3, lines 9-15; column 6, lines 29-52), the 
information including an invoice date and a total invoice amount (Figure 9A and Figure 
11), the invoice information displayed to the customer for on-line interaction (column 4, 
lines 37-42; column 8, lines 4-8); 
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A mechanism for initiating electronic payment of the modified total invoice 
amount via the e-billing system (column 8, line 63-column 9, line 8; column 12, lines 16- 
48). 

Regarding claim 37, Kitchen discloses the wherein the mechanism for 
determining the total invoice amount implemented in a web server providing the on-line 
interactive communication (column 3, lines 6-15; column 5, line 66 - column 6, line 7). 

Claims 5, 12, 19, 26 and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kitchen and McNair as applied to claims 1, 8, 15, 22 and 29 above, 
and further in view of "Pay and Save" in Accountancy, June 1999 (further referred to as 
Pay and Save). Neither Kitchen nor McNair disclose the method, server apparatus, 
system and computer-readable medium for calculating a discount for early payment of 
an invoice amount associated with the invoice information; and selectively applying the 
discount based discount business rule. However, Pay and Save discloses calculating a 
discount for early payment of an invoice amount associated with the invoice information; 
and selectively applying the discount based discount business rule (page 2, lines 4-20). 
It would be obvious to one of ordinary skill in the art to combine providing a discount for 
early payment as disclosed by Pay and Save with the on-line billing system as disclosed 
by Kitchen and McNair. The motivation would be to motivate customers to pay earlier, 
thus making cash available earlier. 
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Claims 6, 13, 20, 27 and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kitchen and McNair as applied to claims 1, 8, 15, 22 and 29 above, 
and further in view of "E-forms Learn New Language" by H. Hayes, February 21, 2000 
(further referred to as E-forms). Kitchen discloses generating an invoice page 
containing the invoice information (column 6, Ijne 59 - column 7, line 12). Neither 
Kitchen nor McNair disclose the method, server apparatus, system and computer- 
readable medium for generating an HTML invoice. However, E-forms discloses 
generating an HTML invoice (page 1, lines 13-17 and page 2, lines 1-3). It would be 
obvious to one of ordinary skill in the art to use HTML as disclosed by E-forms with the 
on-line billing system as disclosed by Kitchen and McNair. The motivation would be to 
use the most common language for Internet web page design for efficient and 
economical web page development. 

Claims 7, 14, 21,28 and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kitchen, McNair and E-forms as applied to claims 6, 13, 20, 27 and 
34 above, and further in view of U.S. Patent No. 5,870,473 to Boesch et al. (further 
referred to as Boesch). 

Kitchen does not disclose the method, server apparatus, system and computer- 
readable medium for auditing the HTML invoice page to determine whether a billing 
error exists, and regenerating the HTML page invoice page to correct the billing error. 
However, McNair discloses auditing the invoice page to determine whether a billing 
error exists, and regenerating the page invoice page to correct the billing error (page 4, 
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paragraphs 0055 and 0056). The combination for HTML forms was developed in claim 
6. It would be obvious to one of ordinary skill in the art to combine auditing and 
regenerating the invoice page when errors are found as disclosed by McNair with the 
on-line billing system as disclosed by Kitchen. The motivation would be to correct any 
billing errors for proper and accurate billing. 

Neither Kitchen, McNair nor E-forms disclose generating a severity code 
associated with the billing error. However, Boesch discloses generating a severity code 
associated with the billing error (column 23, lines 36-41 ; column 24, lines 46-51 ; column 
25, lines 12-17; column 26, lines 4-9, column 35, lines 5-22). It would be obvious to one 
of ordinary skill in the art to combine generating a severity code as disclosed by Boesch 
with the on-line billing system as disclosed by Kitchen, McNair and E-forms. The 
motivation would be to collect quantitative data related to errors for tracking and data 
compilation. 

Response to Arguments 

Applicants arguments with respect to claims 1-37 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication should be directed to Jennifer 
Liversedge whose telephone number is 571-272-3167. The examiner can normally be 
reached on Monday - Friday, 8:30 - 5 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam Sough can be reached at 571-272-6799. The fax number for the 
organization where the application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Jennifer Liversedge 
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